THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 1-8,
all the clains remaining in the present application. Cdaiml

is illustrative:
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1. A di spersant conprising a polystyrenesul fonic acid having
a wei ght -average nol ecul ar weight in the range of 2,000 to
100, 000 or a salt thereof, wherein at |east 70 % of the

term nals of the polyner chains have an indane ring of the
formula (1):
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wherein X represents a cation selected fromthe group
consisting of a hydrogen, alkali netals, alkaline earth
nmet al s, anmoni um and organi ¢ am nes, and n and m each
represent 0 or an integer of at |east 1.

In addition to the admtted prior art found in
appel l ants' specification, the exam ner relies upon the

foll owi ng references as evidence of obvi ousness:

Young et al. (Young) 2,446, 897 Aug. 10, 1948
Yax et al. (Yax) 4,100, 336 Jul . 11, 1978

Appel l ants' clainmed invention is directed to a di spersant
conprising a polystyrenesul fonic acid having at | east 70% of
the term nals of the polynmer chains having an indane ring of

the recited formula. According to appellants, since
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"conventional polystyrene sulfuric acid polyners |ack the
recited indane ring content of the subject polymers . . . they
do not result in dispersions having conparable stability to

di spersi ons obtai ned using the subject polyners" (paragraph
bridging pages 5 and 6 of Brief).

Appeal ed clains 1-8 stand rejected under 35 U.S.C. § 103
as bei ng unpatentabl e over appellants' acknow edged prior art,
consi dered alone, or in conbination with Yax and Young.

Upon careful consideration of the opposing argunents
presented on appeal, we agree with appellants that the

exam ner has not established a prima facie case of obvi ousness

for the clainmed subject matter. Accordingly, for essentially
t he reasons expressed by appellants in their Brief, we wll
not sustain the examner's rejection.

It is the exam ner's position that since appellants
speci fication acknow edges that it was known in the art to
produce pol ystyrenesul fonic acid as a dispersant, and it was
known in the art, as evidenced by the secondary references, to
use a cationic catalyst to polynerize styrene nononers,
"[p] resence of indane term nals would be obvious in PSA

because prior art polymers of styrene have been prepared by
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use of cationic catalyst" (sentence bridging pages 2 and 3 of
Answer). From our understanding, it is the examner's
rationale that it would have been obvious to form
pol ystyrenesul fonic acid by cationic polynerization of styrene
and, thereby, necessarily or inherently obtain the clainmed
pol ystyrenesul foni ¢ acid having indane ring term nals.

The flaw in the exam ner's reasoning is that the exam ner
has not established on this record that the nere cationic
pol ynmeri zati on of styrene, w thout nore, necessarily produces
the clained indane ring. First, as pointed out by appellants,
t he exam ner has not pointed to any references which disclose
a polystyrenesul fonic acid having an indane ring. Secondly,
appel l ants persuasively argue that "many different factors
dictate the end product of a polynerization process or

catalytic reaction, not nerely the general type of catalytic

reaction utilized" (page 13 of Brief). Specifically,

appel lants urge that "[f]actors which affect the outcone of

pol ymeri zati on processes include by way of exanple the
specific catalysts, the reaction tenperature and pressure, the
duration of reaction, the solvents used in the reaction

process, the concentration of the nononmers contained in the
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pol ynmeri zabl e m xture, anong other factors" (sentence bridging

pages 13 and 14 of Brief). Significantly, the exam ner has

not addressed this cogent point nmade by appellants in any way.
Since we find that the exam ner has not established a

prima facie case of obviousness, it is unnecessary for us to

eval uate the probative val ue of appellants' declaration
evi dence.

I n conclusion, based on the foregoing, the exam ner's
decision rejecting the appealed clains is reversed.

REVERSED

EDWARD C. KI M.I N
Adm ni strative Patent Judge

TERRY J. OWENS
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

ROMULO H. DELMENDO
Adm ni strative Patent Judge
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